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Art Unit: 1796 

DETAILED ACTION 
Response to Amendment 

Applicant's amendment to claims 25-26, 41-46, and the 
addition of claims 51-52 filed in the response on 3/13/09 is 
acknowledged. Currently, claims 20-23, 25-26, 28-31 and 41-52 
are pending in this application. 

In light of applicant's 132 Declaration and remarks filed 
on 3/13/09 and 3/26/09, Suzuki et al . is withdrawn as an applied 
reference because it does not suggest producing a product from 
step (c) having at least 10 wt% of polyvinyl-containing 
phosphonic acid so as to form a membrane having the recited 
intrinsic conductivity. 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

2. Claim 51 is rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the specific 
disclosed/exemplified amount of vinyl-containing phosphonic acid 
in the mixture in step (a) , does not reasonably provide 
enablement for the recited "in the amount sufficient to". The 
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specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to 
enable the invention commensurate in scope with these claims. 
Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claims 20-23, 25-26, 28-31, and 41-52 are rejected under 35 
U.S.C. 103(a) as being unpatentable Formato et al . (US-469) for 
the reasons of record. 

US 6,248,469 to Formato et al. discloses a solid polymer 
electrolyte membrane having a porous polymer substrate 
interpenetrated with an ion-conducting material. Suitable 
polymer substrates include those containing at least one 
nitrogen, oxygen or sulfur atom in the recurring units as 
expressed in the present claims (col. 6, lines 22-50; col. 7, 
lines 1-29; col. 10, lines 9-18). The preferred ion-conducting 
material includes the instant polyvinylsulf onic acid and 
polyvinylphosphonic acid (col. 7, lines 10-28; col. 14, lines 
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31-41) . The resultant membrane has ion-conductivity of greater 
than 0.1 S/cm (col. 12, lines 58-64). One of the prior art 
embodiments in producing the membrane comprises the step of 
preparing the substrate polymer and subsequently impregnating 
the substrate with the chosen monomers, which are then 
polymerized in situ to form an IPN membrane (col. 8, lines 30- 
34; col. 17, lines 22-45). US-469 disclose both vinylsulf onic 
and vinylphosphonic acid monomers within the scope of the 
present claims, but does not expressly exemplify the use of both 
type of monomers as the functional monomers. The examiner is of 
the position that it would have been obvious to one having 
ordinary skill in the art to employ both vinylphosphonic acid 
and vinylsulf onic acid functional monomers for the expected 
additive result in light of their having been discloses as 
suitable functional monomer alternatives by patentees. Absent 
evidence of unusual or unexpected results, no patentability can 
be seen in using a mixture of two functional monomers wherein 
each is used for the same purpose by the patentees. Once the in- 
situ polymerization of vinylsulf onic acid and vinylphosphonic 
acid in the presence of a polymer film to form an IPN membrane 
is suggested, the determination of optimum or workable ranges of 
the respective components would involve only routine skill in 
the art. Furthermore, the present claims are presented in a 
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product-by-process format. Thus, the patentability of the 
claimed invention is determined based on the product itself, not 
the method of making it. It is well settled that if the product 
in a product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though 
the prior art product was made by a different process. 
Accordingly, when applicant's product and that of the prior art 
appear to be identical or substantially identical, the burden 
shifts to applicant to provide evidence that the respective 
products do in fact differ, and that prior art product does not 
necessarily or inherently possess the relied upon 
characteristics of applicant's claimed product. 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 

6. Claims 20-23, 25-26, 28-31, and 41-52 are provisionally 

rejected on the ground of nonstatutory obviousness-type double 

patenting as being unpatentable over claims 16, 18-19, 21, 24- 

25, 28-29, 36, and 40-43 of copending Application No. 

10/506,387. Although the conflicting claims are not identical, 

they are not patentably distinct from each other because the 

instant product encompasses those recited in the copending 

application . 

This is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Response to Arguments 

Applicant's amendment and remarks filed on 3/13/09 
have been fully considered. Applicant repeated the argument 
that the substrate polymer of Formato et al . is materially 
different from the polymer film of step (a) because it is 
porous, and therefore, the composite membrane resulting 
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from prior art method is also different from the claimed 
membrane. Applicant further urges that the membrane derived 
from Formato et al . is not an interpenetrating network as 
presently claimed. The examiner respectfully disagrees. 
Counsel is cordially directed to col. 17, lines 41-43, 
wherein Formato et al . clearly state that an IPN membrane 
is created in their fourth embodiment, even with the use of 
a porous polymer substrate. Thus, no structural difference 
is seen between the respective IPNs. The present claims do 
not preclude a porous polymer film, and as such the recited 
polymer is indistinguishable from prior art polymer film. 
Furthermore, the recited IPN is given the broadest 
reasonable interpretation that it reads on prior art IPN 
membrane even though applicant asserts to contain bulk 
regions of no conductivity, as it is clear that Formato et 
al. contemplate producing an INP membrane in their fourth 
embodiment. Hence, it is within the sphere of obviousness 
of prior art disclosure to produce an IPN membrane as 
claimed. Accordingly, the examiner's position is 
maintained. 

7. Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
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reminded of the extension of time policy as set forth in 37 
CFR 1.136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Helen L. 
Pezzuto whose telephone number is (571) 272-1108. The examiner 
can normally be reached on 8 AM to 4 PM, Monday thru Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wu can be reached 
on (571) 272-1114. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273- 
8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/Helen L. Pezzuto/ 
Primary Examiner 
Art Unit 1796 
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